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DETAILED ACTION 
Status of Claims 

1 . The Applicants request filed on March 1 8, 20 1 0 is hereby acknowledged. 
Claims 1-24 and 31-36 remain pending and are presented for examination. 

Response to Arguments 

2. Applicant's arguments filed March 18, 2010 have been fully considered but they 
are not persuasive. 

Applicants respectfully maintain that the rejection under 35 USC § 103(a) must fail 
because Wilk and Bodick are not properly combined to establish prima facie obviousness. 
The Examiner states that in response to Applicant's argument that there is no suggestion 
to combine the references, the Examiner recognizes that references cannot be arbitrarily 
combined and that there must be some reason why one skilled in the art would be 
motivated to make the proposed combination of primary and secondary references. In re 
Nomiya, 184 USPQ 607 (CCPA 1975). However, there is no requirement that a 
motivation to make the modification be expressly articulated. The test for combining 
references is what the combination of disclosures taken as a whole would suggest to one 
of ordinary skill in the art. In re McLaughlin, 170 USPQ 209 (CCPA 1971). references 
are evaluated by what they suggest to one versed in the art, rather than by their specific 
disclosures. In re Bozek, 163 USPQ 545 (CCPA) 1969. In this case, the cited references 
deal with the generalized problem of medical information processing. 
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The Applicant states that "|"b]ecause diagnoses are made by computer in accordance with 
the present invention, it is frequently unnecessary to have a doctor present during data 
taking (symptom recording and measurement) and communication of the diagnosis to the 
patient." (underlining added). 

The Examiner notes that scope of the claims as presently states does not include making a 
diagnosis, the invention merely sorts and displays relevant data (e.g. "for concurrent 
presentation on said user-interface of a plurality of images representing the subset of 
possible diagnoses for user review via the user- interface.", as in claim 1 etc.. ) therefore 
that Applicants arguments in regard to a"diagnosis are moot. The Examiner further notes 
while features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 226; In re 
Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). Therefore limitations of claim 1 and 5-25 
directed towards usage or that are descriptive in nature do not have patentable merit (e.g. 
"sing the subset of diagnoses, automatically reorganizing an information space of said 
image database for concurrent presentation on said user-interface of a plurality of images 
representing the subset of possible diagnoses for user review via the user- interface". 
Claim 1). 

3. As per Claims 6-11, applicant argues that Bodick et al fail to disclose a diagnostic 
image stack. Examiner respectfully disagrees and submits that Bodick et al disclose a 
diagnostic image stack (Figure 26) comprising a subset of a plurality of images, each 
image being associated with a common diagnosis and an index into the subset of images 
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wherein the index is independent of the common diagnosis including a display of 
associated characteristics of diagnoses when a user selects a portion of an image (Figure 
26; Col. 2, lines 30-45; Col. 5, lines 40-48; Col. 6, lines 34-46; Col. 20, lines 15-39). 
More specifically, Bodick et al disclose the display of images associated with various 
diseases in an image stack or side by side presentation (Col. 2, lines 30-45; Col. 5, lines 
40-48; Col. 6, lines 34-46). 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 3, 4, and 31-36 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non- statutory subject matter. 

5. Based on Supreme Court precedent (See also Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal 
Circuit decisions, a §101 process must (1) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. In addition, the tie to a particular apparatus, for 
example, cannot be mere extra-solution activity. See In re Bilski, 88 USPQ2d 1385 (Fed. 
Cir. 2008). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. 
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To meet prong (1), the method step should positively recite the other statutory class (the 
thing or product) to which it is tied. This may be accomplished by having the claim 
positively recite the machine that accomplishes the method steps. Alternatively or to 
meet prong (2), the method step should positively recite identifying the material that is 
being changed to a different state or positively recite the subject matter that is being 
transformed. 

In this particular case, claim 3 fails prong (1) because the "tie" (e.g. knowledge database ) 
is representative of extra-solution activity . Additionally, the claim(s) fail prong (2) 
because the method steps do not transform the underlying subject matter to a different 
state or thing. 

Claims 4 and 31-36 are either dependant upon claim 3 or contain similar limitations and 
are rejected for a t least the same reasons. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 1-15, 19, 22-24, 31-32 and 35 36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Wilk, U.S. Patent No. 5,437,278 in view of Bodick et al, U.S. 



Patent No. 4,945,476. 
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7. As per Claims 1,3,5 and 3 1 Wilk discloses a system to aid in a visual diagnostic 
process, comprising: 

a computer system; an image database residinq on a mass storaqe device(Column 7, lines 
19-36; Figure 5), accessible by said computer system; (Col. 1, lines 55-62; Col. 2, lines 
46-56; Col. 6, lines 15-26); 

a knowledge database, accessible by said computer system, cross-referenced to said 
image database, for the purpose of assisting in the diagnostic process, said knowledge 
database including a plurality of findings-diagnosis links representing relationships 
between findings and diagnoses; (Col. 1, lines 55-58; Col. 2, lines 25-32; Col. 4, lines 55- 
60); 

a user-interface attached to said computer system to solicit, from a the user, a plurality of 
descriptive characteristics of a sample requiring diagnosis; (Col. 4, lines 48-54; Col. 7, 
lines 3-8); 

a diagnostic engine operating in said computer system, responsive to said descriptive 
characteristics, (Col. 1, lines 59-62; Col. 2, lines 27-33; Col. 4 line 65-Col. 5 line 3); 
Wilk, however, fails to disclose wherein said characteristics of the sample are employed 
by said engine to automatically identify, using the findings diagnosis links, a subset 
including a plurality of possible diagnoses that are consistent with the characteristics; and 
using the subset of diagnoses, automatically reorganizing an information space of said 
image database for concurrent presentation on said user-interface of a plurality of images 
representing the subset of possible diagnoses for user review via the user- interface. 
Bodick et al discloses wherein said characteristics of the sample are employed by said 
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engine to automatically identify, using the findings diagnosis links, a subset including a 
plurality of possible diagnoses that are consistent with the characteristics; and 
using the subset of diagnoses, (Col. 2, lines 30-61; Col. 3, lines 25-30; Col. 5, lines 40- 
57; Col. 12 line 64-Col. 13 line 11; Col. 20, lines 15-38; Col. 24, lines 28-48) 
automatically reorganizing an information space of said image database for concurrent 
presentation on said user-interface of a plurality of images representing the subset of 
possible diagnoses for user review via the user- interface. (Col. 2, lines 30-61; Col. 3, 
lines 25-30; Col. 5, lines 40-48; Col. 6, lines 15-22; Col. 20, lines 15-38). Thus, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the system of Wilk and incorporate the ability to identify a subset of possible 
diagnoses based on a sample of characteristics and further to display the images or other 
data related to the subset of diagnoses as taught by Bodick et al. Bodick et al provides 
motivation by indicating that these features would benefit doctors or physicians by 
assisting them in searching information that would help them in diagnosing a medical 
condition (Col. 1, lines 10-16; Col. 2, lines 1-8). Examiner notes that a wherein clause 
that merely states the result of the limitations in the claim adds nothing to the 
patentability or substance of the claim. (Texas Instruments Inc. v. International Trade 
Commission 26, USPQ2d 1010 (Fed. Cir. 1993); Griffin v. Bertina, 62 USPQ2d 1431 
(Fed. Cir. 2002); Amazon.com Inc. v. Barnesandnoble.com Inc., 57 USPQ2d 1747 
(CAFC 2001). 



8. As per Claim 2, 



Application/Control Number: 09/9 1 9,275 Page 8 

Art Unit: 3685 

Wilk fails to disclose a dynamic diagnostic engine to reorganize the information space 
upon modification of one of a plurality of descriptive characteristics. Bodick et al 
disclose a dynamic diagnostic engine to reorganize the information space upon 
modification of a descriptive characteristics by the user (Col. 2, lines 50-62; Col. 5, lines 
50-57; Col. 20, lines 15-39). It would have been obvious to one of ordinary skill in the 
art at the time of applicant's invention to modify the system of Wilk and include a 
dynamic diagnostic engine such as that described by Bodick et al in order to assist the 
doctor in diagnosing a particular medical condition and allow the doctor to dynamically 
modify a characteristic in an effort to view all proposed diagnoses that may be related. 

9. As per Claim 4, 

Wilk fails to disclose a dynamic diagnostic engine to reorganize the information space 
upon modification of one of a plurality of descriptive characteristics. Bodick et al 
disclose a dynamic diagnostic engine to reorganize the information space upon 
modification of a descriptive characteristic (Col. 2, lines 50-62; Col. 5, lines 50-57; Col. 
20, lines 15-39). It would have been obvious to one of ordinary skill in the art at the time 
of applicant's invention to modify the system of Wilk and include a dynamic diagnostic 
engine such as that described by Bodick et al in order to assist the doctor in diagnosing a 
particular medical condition and allow the doctor to dynamically modify a characteristic 
in an effort to view all proposed diagnoses that may be related. 



10. 



As per Claims 5 and 24, 
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Wilk discloses a system for reducing diagnostic uncertainty using cross-referenced 
knowledge and image databases, comprising: 

- a user-interface to solicit a plurality of characteristics of diagnoses from a user (Col. 4, 
lines 48-54; Col. 7, lines 3-8); 

- a diagnostic engine, wherein said characteristics of diagnoses are employed to 
automatically identify, from a plurality of possible diagnoses for which data is stored in 
the knowledgebase, a diagnosis from the knowledgebase that is consistent with the 
characteristics (Col. 1, lines 59-62; Col. 2, lines 27-33; Col. 4 line 65-Col. 5 line 3). 
Wilk, however, fails to disclose identifying a subset of diagnoses and using the subset of 
diagnoses to reorganize an information space of said image database for concurrent 
presentation of a plurality of images for user review via the user-Interface. Bodick et al 
disclose a computerized aid to the process of medical diagnosis and teach a diagnostic 
engine that returns a subset including a plurality of diagnoses responsive to characteristics 
entered by a user (Col. 2, lines 30-61; Col. 3, lines 25-30; Col. 5, lines 40-57; Col. 12 line 
64-Col. 13 line 11; Col. 20, lines 15-38; Col. 24, lines 28-48). Bodick et al further 
disclose automatically reorganizing an information space for concurrent presentation of a 
plurality of images or user review (Col. 2, lines 30-61; Col. 3, lines 25-30; Col. 5, lines 
40-48; Col. 6, lines 15-22; Col. 20, lines 15-38). Bodick et al further disclose wherein the 
plurality of characteristics of diagnosis include exposure to certain materials and 
morphology (Col. 26 line 30-Col. 35 line 30). Thus, it would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the system of Wilk 
and incorporate the ability to identify a subset of possible diagnoses based on a sample of 
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characteristics and further to display the images or other data related to the subset of 
diagnoses as taught by Bodick et al. Bodick et al provides motivation by indicating that 
these features would benefit doctors or physicians by assisting them in searching 
information that would help them in diagnosing a medical condition (Col. 1, lines 10-16; 
Col. 2, lines 1-8). 

11. As per Claims 6-11, and 31 

Wilt fails to disclose a diagnostic image stack comprising a subset of a plurality of 
images, each image being associated with a common diagnosis, wherein each image is 
displayed to depict stages of a disease progression or a plurality of images associated with 
a particular diagnosis or wherein an image presented to the user includes a display of 
associated characteristics of diagnoses when a user selects a portion of an image being 
displayed. Bodick et al disclose a diagnostic image stack (Figure 26) comprising a subset 
of a plurality of images, each image being associated with a common diagnosis and an 
index into the subset of images wherein the index is independent of the common 
diagnosis including a display of associated characteristics of diagnoses when a user 
selects a portion of an image (Figure 26; Col. 2, lines 30-45; Col. 5, lines 40-48; Col. 6, 
lines 34-46; Col. 20, lines 15-39). It would have been obvious to one of ordinary skill in 
the art at the time of applicant's invention to modify the system of Wilk and include the 
above features as taught by Bodick et al in an effort to facilitate the physicians diagnosis 
of a medical condition by presenting an easily understandable means for enabling the 
physician to browse different images associated with a particular diagnosis. Bodick et al 
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further discloses a plurality of images associated with a particular diagnosis, however, fail 
to further disclose images depicting disease progression. Examiner submits, however, 
that this would have been obvious in view of the teachings of Bodick et al in an effort to 
offer a plurality of images to the physician in order to determine the nature of the 
particular disease associated with the current patient. 

12. As per Claim 12, 35 and 36, 

Wilk further discloses wherein the diagnostic engine uses the characteristics of diagnoses 
to perform a pattern recognition operation on the knowledge database and to Identify 
diagnoses with matching characteristics (Col. 1, lines 59-62; Col. 2, lines 27-33; Col. 4 
line 65-Col. 5 line 3). 

13. As per Claims 13-14, 

Wilk further discloses wherein the system is applicable to and includes characteristics of 
diseases that have a dermatological manifestation or visible to the unaided human eye 
(Col. 2, lines 35-45). 

14 As per Claim 15, 

Wilk further disclose wherein the system for reducing diagnostic uncertainty is applicable 
to and includes characteristics of diseases that are determined based upon a finding 
determined by mechanical examination means (Figure 1; Col. 2, lines 10-16). 
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15. As per Claims 1 9 and 22-23 , 

Wilk and Bodick et al fail to specifically disclose wherein the system for reducing 
diagnostic uncertainty is applicable to and includes characteristics of oral medications. 
Bodick et al, however, disclose that it will be apparent that the presentation of pictorial 
images in conjunction with textual data which relate to those images and assist in the 
evaluation of them is valuable in any area where the appearance of an object under 
study/examination is of critical importance. Thus, it would have been obvious to one 
having ordinary skill in the art at the time of applicant's invention to modify the system of 
Wilk and utilize the invention for any purpose as suggested by Bodick et al for the 
cognitive process of diagnosis. 

16. Claims 16-18, 20-21 and 33-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wilk, U.S. Patent No. 5,437,278 in view of Bodick et al, U.S. Patent 
No. 4,945,476 and Official Notice . 

17. As per Claims 16-18, 20-21 and 33-34, Wilk and Bodick et al fail to disclose 
wherein the user interface to solicit a plurality of characteristics includes at least one 
symptom represented as an icon. Examiner takes Official Notice, however, that 
representing items with an icon in a user interface is well known in the art and it would 
have been obvious to one having ordinary skill in the art at the time of applicant's 
invention to use icons as a matter of convenience for the user. In support of this Official 
Notice statement, examiner refers to the teachings of Moukheibir (US Patent 6,021,404), 
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wherein Moukheibir et al disclose the use of icons to symbolize various medical 
information and characteristics associated with a patient (Column 6, lines 29-45). 
Accordingly, examiner submits that it would have been obvious to one of ordinary skill in 
the art at the time of applicant's invention to modify the systems of Wilk and Bodick et al 
and include the use of icons to represent to symbolize various characteristics or symptoms 
related to the health of the patient as taught by Moukheibir. As stated previously, one 
would have been motivated to use icons since they were well known in the art at the time 
of applicant's invention as a means to conveniently represent information in a user 
interface. 



Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN M. WINTER whose telephone number is (571)272- 
6713. The examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt can be reached on (571) 272-6709. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JMW 

/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



